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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 3-5, 8-10, 15 are rejected under 35 U.S.C. 102(e) as being anticipated by Ko et 
al(US 6,600,594 Bl). 

Ko discloses an optical device with all the limitations set forth in the claims, including: a 
system and method for operating plurality of electronic variable optical attenuators controlled by 
a microcontroller, comprising means for selecting one eVOA from the plurality of the eVOAs at 
a time (Fig. 7; column 6 lines 12-14); means for operating the selected eVOA according to a 
predetermined method of controlling the selected eVOA within a time slice allocated for the 
selected eVOA (column 7 lines 6-1 1); means for repeating the steps until all variable optical 
attenuators from the plurality of the eVOAs have been selected (Fig. 7); 

wherein the means for selecting and operating further comprises a processor for 
calculating the attenuation of the selected eVOA according to the predetermined method of 
controlling the selected eVOA during the allocated time (column 6 lines 14-19); a monitor 
signal processing controller for measuring power of an optical signal at the selected eVOA 
(column 6 lines 34-41); a microprocessing controller for changing an operating attenuation of the 
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selected eVOA in response to a signal received from the processor (column 6 lines 20-25); a 
means for providing communications between the processor, the monitor signal processing 
controller, and the microprocessing controller (Fig. 4-5; column 6 lines 7-11); 

wherein monitor signal processing controller for measuring power of an optical signal at 
the selected eVOA comprises a means for measuring the optical signal power at the output of an 
eVOA (Fig. 4); 

wherein the step of operating the selected eVOA comprises setting said eVOA 
attenuation to a predetermined fixed value, which would be less than minimum attenuation value 
if the measured power is greater than the target power for the selected eVOA (column 6 lines 29- 
46); 

wherein the microprocessing controller comprises a means for determining a required 
attenuation level and a means for setting the eVOA at said attenuation level (column 6 lines 14- 
19); wherein the microprocessing controller further comprises means for adjusting and updating 
attenuation of the selected eVOA (column 6 lines 20-25); 

wherein the device is operated within an optical network system (column 2 lines 32-37). 

Further, Ko discloses a method of operating the plurality of eVOA comprising the steps 
of operating the means as discussed above; 

wherein the steps of selecting the eVOA from the plurality of eVOAs comprises 
continuously cycling through the eVOAs (Fig. 7); 

wherein the step of cycling comprises cycling through the eVOA in a prescribed order 
(Fig. 7); 
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wherein the step of operating the selected eVOA comprises measuring an optical signal 
power of the optical signal at the .selected eVOA (Figs. 4, 7); 

wherein the step of measuring the optical signal power comprises measuring the optical 
power at the output of the selected eVOA (Fig. 4); 

wherein the step of operating the selected eVOA comprises changing the attenuation of 
said eVOA in one or more variable size intervals so that the power of the optical signal 
substantially equals to the taget power, the size of the interval being a function of the measured 
power and the target power (column 9 lines 9-42: attenuation is changed at discrete level via 
calculated steps/ number of pulses); 

wherein the step of operating the selected eVOA comprises measuring the optical signal 
power at the output of the selected eVOA and if the optical signal power is below a 
predetermined level, setting the attenuation of the selected eVOA to above the predetermined 
level and modulating the attenuation by decreasing and increasing the eVOA attenuation in finite 
steps (column 9 lines 9-42). 

Claims 1-15 are rejected under 35 U.S.C. 102(e) as being anticipated by Scarth et al (US 
2004/0109662 Al) 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
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inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Scarth discloses: a method of operating an eVOA comprising: steps of monitoring an 
optical signal power at an output of the eVOA if the optical signal power is below a loss of 
signal power threshold, modulating the attenuation of the eVOA, the modulating comprising 
decreasing and increasing the eVOA attenuation in steps until the optical signal power is 
detected above the LOS power threshold or a maximum eVOA attenuation is reached (claim 18 
of Scarth); decreasing the attenuation in steps, which size is A s wherein {MaxAtt-Ppa} < Si • A s 
(claim 21); increasing the attenuation in steps, which size is A s , wherein {S 2 • A s + PPA} < 
MaxAtt (claim 21); a microcontroller for monitoring an optical signal power at an output of the 
eVOA and modulating the attenuation of the eVOA if the optical signal power is below a loss of 
signal power threshold, the modulating being performed as decreasing and increasing of the 
eVOA attenuation in steps until the optical power signal is detected above the LOS threshold 
(claims 1, 18); selecting an eVOA from the plurality of eVOAs, operating the selected eVOA 
within a time period allocated for the selected eVOA, repeating the steps until all eVOAs from 
the plurality of eVOAs have been selected and repeating the steps as required (column 8); 
wherein the step of selecting the eVOA comprises a step of continuously cycling the eVOAs in a 
specified time period "T" wherein "T" is sum of all time periods {ti, and 1=1, ... , n}, "n" is the 
number of eVOAs and ti is the time for actively controlling each eVOA and choosing x = T/n 
where x is the time for actively controlling each eVOA (claims 14, 19); wherein the cycling 
through the plurality of eVOAs comprises taking a finite time "T s " for each attenuation step, and 
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t = S • T s < T/n, wherein S is the maximum number of steps for increasing and decreasing the 
eVOA attenuation (claim 19). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ko et al 
(US 6,600,594 Bl) in view of Beine et al (US 6,304,347). 

Ko discloses an optical device with claimed limitations as discussed above, except it does 
not explicitly teach the use of a time for generating an allocated time slice for monitoring and 
controlling the selected eVOA. 
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On the other hand, Beine discloses the use of a timer for generating allocated time slice 
for monitoring and controlling VOAs (column 38 lines 28-30). The use of a timer is considered 
advantageous and desirable because it allows for precise and more efficient VOA control 
algorithm, which increases the over efficiency of the optical communications system 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the Ko device to have a timer for generating allocated time 
slice for VOA monitoring and control. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); mdln re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must folly comply with 37 
CFR 3.73(b). 

Claims 1-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-21 of copending 
Application No. 10/618,582. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because all the claimed limitations of the present application 



is disclosed and anticipated by the claims of the c 582 application. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 20040165857, US 20040197105, US 20050025409 disclose variable optical 
attenuators and methods of operating such. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sung H. Pak whose telephone number is (571) 272-2353. The 
examiner can normally be reached on Monday- Friday, 9AM-5PM. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Sung H. Pak 



Patent Examiner 
Art Unit 2874 
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